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FINAL ACTION 

Claim Rejections - 35 USC § 1 12 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 
The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact 
terms as to enable any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and use the same and shall set forth the 
best mode contemplated by the inventor of carrying out his invention. 

1 . Claims 1-23 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The claims recite the limitation "creating 
bypass logic in a digital circuit design that is without bypass logic" which was not 
described in the specification prior to the amendment dated December 12, 2005. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out 

and distinctly claiming the subject matter which the applicant regards as his 

invention. 

2. Claims 1-23 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

I. As for claims 1,8, 15, and 21, the claimed limitation "creating a bypass logic in 
a digital circuit design that is without bypass logic" is unclear and inherently 
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contradictive. How can a bypass logic be created without actually having bypass logic 
after bypass logic is created? Clarify. 

II. Claims 2-7, 9-1 4, 1 6-20, and 22-23 are also rejected by virtue of their 
dependence upon a rejected independent claim. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

3. Claims 1 -3, 5, 8-11,1 5-1 7, and 21 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Vashi (US Patent 6,219,819). 

4. As for claims 1-3, 5, 8-11, and 15-17, Vashi 6,219,819 discloses the invention as 
claimed, including a method, apparatus, and article of manufacture comprising machine 
accessible medium including instructions for creating bypass logic in a digital circuit 
design that is without bypass logic, wherein creating comprises transforming a 
conditional state element into a logically redundant element in the digital circuit design, 
the transforming comprising: 

[Note that the limitation" creating bypass logic in a digital circuit design that is 
without bypass logic" in the preamble of the claim is not given patentable weight 
because the limitation has no bearing on the actual transformation steps in the 
body of the claim. Further, the limitation "creating bypass logic in a digital circuit 
design that is without bypass logic" is accomplished by the transformation steps 
as rejected in the following claims] 
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Coupling a first latency delay unit to a data input of the conditional state element 
[fig. 3, elements 301-303 - first latency delay units, elements 321-323 - conditional 
state elements]; 

Coupling a second latency delay unit to an enable input of the conditional state 
element [fig. 3, elements 304-306 - second latency delay units, elements 321-323 - 
conditional state elements]; 

Coupling a first input of a multiplexer to an output of the conditional state element 
[fig. 3, elements 301-306 - multiplexers, elements 321-323 - conditional state elements, 
the first and second inputs of the multiplexers are coupled in several ways to the Q 
outputs of the elements 321-323]; 

Coupling a second input of the multiplexer to the data input of the conditional 
state element [fig. 3, elements 301-306 - multiplexers, elements 321-323 - conditional 
state elements, the first and second inputs of the multiplexers are coupled in several 
ways to the Q outputs of the elements 321 -323]; 

Coupling a select line of the multiplexer to the enable input of the conditional 
state element [fig. 3, elements 301-306 - multiplexers, elements 321-323 - conditional 
state elements, the scan in/ enable inputs of the multiplexers are coupled in several 
ways to the Q outputs of the elements 321 -323]; 

A memory, processor, bus coupled to the memory and processor, identifying a 
conditional state element [fig. 1, col. 4, lines 10-52]; 

Coupling first and second latency delay unit comprises a signal with a delay of 
one unit into the data input of the conditional state element [the signal from elements 
301-306 have at least a delay of one unit]; 

Transforming any one of a flip-flop, register file, and a deterministic memory into a 
logically redundant element [fig. 3], the conditional state element comprises at least one 
of a flip-flop, register file, and a deterministic memory [fig. 3, elements 321-323]. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 



5. Claims 22-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Vashi (US Patent 6,219,819) in view of McFartand (US Patent 6,212,629). 

6. As for claims 22-23, Vashi discloses the invention as claimed, including the 
machine readable-medium that provides instructions for creating bypass logic in a 
digital circuit design that is without bypass logic, wherein creating comprises 
transforming a conditional state element into a logically redundant element as cited 
above. 

Vashi does not specifically disclose replacing the conditional state element with a first 
multiplexer coupled to a first latency delay unit and coupling a second multiplexer that is 
coupled to a second latency delay unit to the first multiplexer. 

McFarland discloses replacing conditional state element with a first multiplexer coupled 
to a first latency delay unit and second multiplexer that is coupled to a second latency 
delay unit to the first multiplexer [fig. 9C; col. 21 line 30 - col. 22, 10; wherein 
McFarland discloses that to replacement may be done between more than one pipeline 
stage, therefore incorporating a second multiplexer coupled to another delay unit as well 
as being coupled to the first multiplexer]. 
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It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Vashi and McFarland because replacing Vashi's 
conditional state elements with multiplexers would have improved the handling of 
latency delays in a pipelined architecture for improving the throughput of data [see 
McFarland, col. 21, line 64 - col. 22, line 7]. 

7. Applicant's arguments with respect to claims 1-3, 5, 8-1 1 , 15-17, and 21-23 filed 
December 12, 2005 have been fully considered but they are not persuasive. 

8. Applicant's arguments, filed December 12, 2005, with respect to claims 4, 6-7, 
12-14, and 18-20 have been fully considered and are persuasive. The rejection of 
record has been withdrawn. 

In the remarks, applicant argues in substance: 

I. Vashi does not disclose creating bypass logic in a digital circuit design that is 
without bypass logic, wherein creating comprises transforming a conditional state 
element into a logically redundant element in the digital circuit design. 

Examiner respectfully disagrees for the following reasons: 

As to argument I: Vashi does disclose creating bypass logic in a digital circuit design 
that is without bypass logic, wherein creating comprises transforming a conditional state 
element into a logically redundant element in the digital circuit design [Note that the 
limitation" creating bypass logic in a digital circuit design that is without bypass logic" in 
the preamble of the claim is not given patentable weight because the limitation has no 
bearing on the actual transformation steps in the body of the claim. Further, the 
limitation "creating bypass logic in a digital circuit design that is without bypass logic" is 
accomplished by the transformation steps as rejected in the following claims; Further 
the cited portions concerning the coupling limitations as in claim 1 comprising the 
transformation steps include "creating bypass logic that is without bypass logic"]; 



Application/Control Number: 10/606,868 



Art Unit: 2825 



Page 7 



9. Claims 4, 6-7, 12-14, and 18-20 would be allowable if rewritten to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to 
include all of the limitations of the base claim and any intervening claims. 

1 0. The following is a statement of reasons for the indication of allowable subject 
matter: The prior art of record fails to disclose either singularly or in combination the 
invention as claimed including the methods, apparatus, and computer readable medium 
where the claimed subject matter of the F and G functions is claimed. 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension : of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

1 2. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stacy A. Whitmore whose telephone number is (571 ) 
272-1685. The examiner can normally be reached on Monday-Thursday, alternate 
Friday 6:30am - 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jack Chiang can be reached on (571 ) 272-7483. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Stacy A Whitmore 
Primary Examiner 
Art Unit 2825 



SAW 



February 22, 2005 




